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REMARKS 

Claims 1-25 are pending in the application, with claims 1, 9, 17 and 25 
being amended hereby. Applicant gratefully acknowledges Examiner's indication in the 
Official Action mailed September 19, 2005, that the Election Requirement has been 
withdrawn and that all claims have been rejoined. Currently, all claims stand rejected as 
anticipated by Heiman U.S. Patent No. 4,726,400 C'Heiman "400"). That is the only 
rejection asserted. For the reasons set out below, Applicant submits the rejection is in 
error and should be withdrawn. 1 

Heiman '400 discloses yams that are specifically disclosed as being either 
cotton or "blends of cotton and polyester". Col. 5, 1. 66. Due to the presence of polyester 
in the blended yam, Applicant was concerned that Examiner may be taking the position 
that Heiman '400 discloses non-moisture-transporting synthetic filament yam. Applicant 
disagrees. The blended yam is not a polyester yarn, but is a blend of cotton and 
polyester. Cotton is inherently moisture transporting, such that the yarn specifically 
disclosed in Heiman '400 is not a Wmoisture-transporting synthetic filament yarn." 
Examiner did agree with this point in the September 30, 2005 telephonic interview (See 
n. 1, supra). In any event, to make the point clear, Applicant has slightly reworded the 
claims to specify that, consistent with the claims as originally presented, at least one of 
the yarns consist, essentially of non-moisture-transporting synthetic filament. Such a 
yam thus cannot be a typical yam such as the blends of cotton and polyester referenced in 
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Heiman '400. For at least the foregoing reasons, the claims distinguish over Heiman '400. 
The rejection based upon Heiman '400 should thus be withdrawn. 

While Applicant believes the foregoing fully resolves the matter, for sake 
of completeness, Applicant also addresses Examiner's reference, on page 3 of the Official 
Action, to a further passage in Heiman '400 that indicates that the yarns may be of "any 
suitable material including yarn of natural or synthetic material" or may be, "appropriate 
materials" and that "likewise any combination of yams may be utilized to define the 
ground fill, ground warp, and pile warp as desired." Col. 5, 1. 64- col. 6, 1. 5. Applicant 
is uncertain what weight Examiner is placing on that passage, although from the 
telephonic interview, Applicant is concerned that Examiner is giving it undue weight. To 
the contrary, Applicant submits that the passage is insufficient basis to reject the claims. 
In that regard, in order for a reference to anticipate, it must disclose each element of the 
claim expressly or inherently. In re Robertson, 49 USPQ2d 1949, 1950 (Fed. Cir. 1999); 
accord, ExParte Levy, 17 USPQ2d 1461 (BPAI 1990). 

Clearly, there is no express disclosure in Heiman '400 of including a yarn 
which consists essentially of non-moisture-transporting synthetic filament. Hence, there 
is no express teaching to support the anticipation rejection. Applicant submits that 
Heiman '400 also does not inherently describe the claimed invention. 

As a matter of law, a reference inherently discloses only that which is 
"necessarily present in the thing described in the reference". Robertson, 49 USPQ2d at 
1950. Accord,!^ 17USPQ2dat 1464 (Examiner must provide basis to support that 
the characteristic necessarily flows from the reference). Seejdso Akami Teehnnl^ 
tZ^abU^^ 6g uspQ2d u86 ^ mo ^ c ^ 2Qo3) 
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("claim limitation is inherent in the prior art if it is necessarily present in the prior art, not 
merely probably or possibly present"). The Courts have thus instructed that "inherency 
may not be established by probabilities or possibilities. The mere fact that a certain thing 
may result from a given set of circumstances is not sufficient." Robertson. 49 USPQ2d at 
1951 (quoting Continental Can Co. v. Monsanto r» 20 USPQ2d 1746, 1744 (Fed. Cir. 
1991)andMmC^lrich,212USPQ323,326(CCPA 1981)). Agcord, Trintg^h^uction 
Inc. v. Top-US A Corp 63 USPQ2d 1597, 1599 (Fed. Cir. 2002) (not enough to be 
"merely probably or possibly present" but must be "necessarily present"). See also hire 
Seaborg, 140USPQ662(CCPA 1964) (mere possibility that smaU amount of the claimed 
element may have been produced is insufficient to establish inherency). In other words, 
it is not enough that the result might or could be the claimed invention. Rather, the result 
must, in essence, be inevitable. 

In the same vein, disclosure of a genus does not inherently disclose all 
species within that broad genus. Metabolite Labgr^ies fee v i^w,^,^ nf 
America Holding 71 USPQ2d 1081, 1091 (Fed. Cir 2004). Thus, the Court has rejected 
as "wholly meritless" an argument that "a claim to a genus would inherently disclose all 
Spe ° ieS -" Corning Glass W or ks v. Sumutomo ™~ \ IS ft , Tnr 9 USPQ2d 1962, 1970 
(Fed. Cir. 1989). The C^mgQass case is quite instructive here. In that case, the claim 
called for a waveguide with germania in the core. The asserted reference mentioned 
categories of dopants without expressly excluding germania. Thus, even thought it was 
possible that germania might have been included within the broad category of dopants 
claimed in the reference, it was not necessarily so. Hence the reference was held not to 
anticipate. IcL 
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In the instant situation, it is submitted that the broad mention that the yarns 
could be "natural or synthetic" or "appropriate materials" and "any combination of yarns 
may be utilized" in Heiman '400 is no more than a general invitation based on a broad 
genus, which can in no way be deemed an inherent disclosure of the species "a yam 
consisting essentially of non-moisture-transporting synthetic filament." 

Moreover, as Heiman '400 specifically discloses that the yarns can either 
be cotton or a blend of cotton and polyester, it is not a necessary result that the broad 
recitation would consist essentially of non-moisture-transporting synthetic filament. 
Indeed, the mention of "natural or synthetic" is followed up with the specific mention of 
cotton or cotton/poly blend, thus eschewing the notion that the result must be a yam that 
"consists essentially of non-moisture-transporting synthetic filament." Even the "any 
material" statement is said to be "depending upon the desired characteristics of the 
product". Col.5,I.68-coI.6,U. Again, no specified or necessary result. Norarethe 
"desired characteristics" necessarily specified. Thus, while it may be possible to make 
the product shown in the Heiman '400 reference with a yam in the warp or fill (or both) 
which consists essentially of non-moisture-transporting synthetic filament, that the 
product is expressly claimed to be made with other moisture-transporting yarns undercuts 
any basis to conclude that the disclosure of Heiman '400 necessarily results in the former. 
Rather, the most that could be said of Heiman '400 is it is a general invitation to employ a 
variety of unspecified materials. Such a general invitation is legally insufficient. Levy, 
17 USPQ2d at 1464. At bottom, even assuming the possibility that perhaps a fabric 
under Heiman'400 might be made withayam consisting essentially of non-moisture- 
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transporting synthetic filament (a possibility which Applicant does not concede), there is 
nothing to establish that it is a necessary or inevitable result 

In view of the foregoing, it is respectfully submitted that the rejection of 
the claims as anticipated by Heiman '400 is in error and should be withdrawn. Applicant 
further submits that it would also be inappropriate to posit an obviousness rejection 
relying on the Heiman '400 reference. In this regard, it was recognized in the art that 
yarn for terry type cloth products, even when they included polyester, should, 
nonetheless, be moisture-transporting. In Heiman '400, as explained above, cotton is 
included (or exclusively) in the yams. Cotton is moisture-transporting. Further, even in 
a terry cloth product where the yarn is essentially polyester filament, it was taught in the 
art to treat the filament so it would be moisture-transporting. See U.S. Patent 
No. 6,062,272 (discussed in the application as filed). The present invention moves away 
from what is submitted to be taught in the art by calling for a yarn that consists 
essentially of non-moisture-transporting synthetic filament, thus excluding from the yam 
a substantive moisture-transporting aspect whether it is due to blending with cotton 
(Heiman '400) or treatment of the filament (as in the "272 patent). 
CONCLUSION 

In view of the foregoing, Applicant respectfully submits that the 
anticipation rejection is in error and should be withdrawn, and that no further rejection is 
appropriate. Accordingly, Applicant respectfully submits that the case is now in 
condition for allowance and a formal Notice of Allowance is respectfully solicited. 
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If this Response leaves any issues open or Examiner wishes to discuss any 
further issues, a call to undersigned counsel would be gratefully appreciated. 

Respectfully submitted, 
WOOD,HERRON & EVANS, L.L.P. 




Kurt L. Grossman 
Reg. No. 29,799 



2700 Carew Tower 
441 Vine Street 
Cincinnati, Ohio 45202 
513-241-2324 
513-241-6234 (fax) 

KLG.khb 
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